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Cancellation Proceedings, which we received on December 10, 2004.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

APR Network, Inc.
A California corporation

i
|

"Cancellation No.: 92043766~~~
Petitioner,

V.

Registration No.: 2514183

JupiterMedia Corporation, Datc of Issue: December 4, 2001

A Delgware corporation

— Respondent

. ]
uvvvvvvvuvvu_VV
.

Commissioner for Trademarks
P.O. Box 1451
Arlington, YA 22313-1451

feemae dere & e W s s ana

PETITIONER APR NETWORK’S OPPOSITION TO
REGISTRANT JUPITERMEDIA’S MOTION TO SUSPEND/STAY_
CANCELLATION PROCEEDINGS FILED BY PETITIONER APR

NETWORK
P RK’ [ AND AUTHORITIES IN
- QPPOSITION TQ JUPITERMEDIA!S MOTION
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L STATEMENT IN OPPOSITION

Petmoncr APR Network ("APR") by and through its attorneys Dana B, Robinson, Esq.,
and Stcclc N. Glllaspcy, Esq., hereby opposes the Respondent s motion to suspcnd this
Canccllatxon proceeding,

Faced with the threat of a lawun APR filed, mter alm a Declaratory Judgement action in
the United States Dlstnct Court for the Ccntral sttnct of Cahfomm. Regxstrant JupiterMedxa
Corporation (“Jupiter”) filed a2 counter claim seeking damages based upon trademark .
infringement. A Motion to Stay is now pending in said Court,

APR asserts that, inter alia, the Jupiter mark “search engine strategies” is violative of §2,
and that undisclosed facts establish that the mark is not viable under the controlling law,
inclusive of being wholly descriptive. ' |

APR asserts that lthm are issues in this canccllation proceeding that will bear upon the
civil suit and will have great effect on the District Court proceeding. Resolution of the
Cancellation will ensure that the court and bmﬁcs to the civil action have a decision from this
Board before proceeding with the civil action,

APR further asserts that this Board is the agency charged with the determination of

“ rcgls{mblhty of marks,and that its rewcwshould properly take place a5 to all relevant issues of
registration.
II. CASEFACTS

On or about January 28, 2000 Jupiter filed to register the mark Search Engine Strategies

with the decmark Ofﬁcc 'I'he reglstrahon 1ssued on or about Decembcr 4, 2004, in Int 1 Class

41 (cdm:ahonal semces) Juplter sought and recewed regxstmtxon for “conduchng profcssnonal
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semmars in the ﬁeld of mformahon technologxes" Sec. Fxle HJSIOI‘)', U S, decmark Reg No
2 514 183

Az
™ anw

In Apru 2004, APR purchased an mtemct domam ume - “scarchengmesuatemes biz”
from a 'dnrd party wha had been  continually usmg the name on the internet from not later than
2Q02. See Declaration of Robert Furman at § 3 (“Furman Decl.™). APR uses the domain in its

business of search engine optimization services; providing its clients with higher rankings on

search engines. Fumman Decl. ot § 4. APR actually performs work for clients to gain bigher

search engine rankings. Furman Decl. at § 5.

Despite not taking any action regarding the some two years of active use of the dotmain
name “searchengine strategies.biz,” in May 2004, Jupiter chose to attempt to use its registration
to force APR to turn over its domain name to Jupiter. F@m Decl, at § 6.

The Cancellation Proceedings before this Board and the civil litigation followed. A
motion to stay pending the TTAB rulings in the cancellation proceeding has been filed, Furman

Decl. Exhibit 1.

I. ARGUMENT

A. TTAB is the Proper Forum per Congress
to Determine Registration of Trademarks

" The Ivademark dct of 1946, (commonly known as the Lanham Act) was enacted by

Congress pursuant to Article 1, § 8, clause 3, of the United State titution. The Congress,

. through the Lanham Act (“the Act™), specifically empowered the U.S. Patent & Trademark

Office to grant or deny regstrauon ‘of tmdcmarks 15UsC § 1501 ct seq. The power confemed
spec:fica]ly includes the power to cancel. §.1064. .

The threshold questic.m' of detérminiﬁ'g ‘registrability on ihé Principal Register is

exclusively within the jurisdiction of the Trademark Office, as governed by § 2 of the Act,
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DR

Refusal to grant registration may be determined by the flfraderﬁark Office on its own under § 2 of
the Act, e.g.: sua spor;te ﬁn_c_iing of a mere_ly descriptive tém,undcr § 2(e); or by thxrd party
0pposi_tiqn during the registration process under § 13 of the Act; or by'qancellation petition (after
the.'f _oppogition'perio'd') unQer § 14 of the Act. Seealso, 15 USC §§ 1052, 1063, .1064. ‘

| The Trademark Trial & Appeal Board (“TTAB”) is expressly empowered to “determine
and decide the respective rights of registration” under § 17 of the Act. 15 USC § 1067.

Congress recognizes the special knowledge and abilifies of the TTAB, as established by

the powers conferred upon the TTAB by statute to determine and decide all issues regarding
trademark registration, specifically including correcting an improper registration. Ibid,

B. The “Search Engine Strategies” Registration
is Clearly Subject to § 17 Cancellation

‘The File History of this case establishes that the mark “search engine strategies” is, intcr
—  alia, pot distinctive, not capable of acquiring secondary meaning, and that the mark is
descriptive. The Trademark Office recognized such factors in its original denial of registration,
As the file further reveals, Jupiter was disingenuous in its arguments for registration, failing to
disclose key information and facts to the Trademark Office, Since the mark was not subjected to
challenge by third parties, and since the Trademark Office was not apprised of the innumerable
" instances of same ‘or similar use, APR submits that registration ‘was granted through Tupiter's
failures to be complete in its arguments.

§ 17 of the Act, under the circumstances presented, is the appropriate method by which to
‘detérmine the” thréshhdld question of registrability for ‘oinly highly Schooled ‘dnd experiericed
employees of the UéP’fO are p:crmittcd"'to ;'hak'e' the determinaticn ~ ;‘emplayees of the Patent
and Trademark Office...all of whom shall be competent in trademdrlc Iau'/;' are ‘the persons

eligibie for the three person pan_c'l' making a case determination. Ope of the basis of APR
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cﬁaﬁengé t;bw bé&fore the TTAB is uﬁdef § 2 of the Act where registration is properly refiised, or
properly cancelled wherc | |
. “a mark. whcn u.sed onar n‘n connection w:th the goods of the applwam
s mcrcly descnptwe § 2(:)(1), 15 USC § 1052

The same rules of prohlbmon apply to Serv:ce marks - “subject to the provisions rela;ing to the
regisiration of trademarks.” § 3 of the Act, 15 USC § 1053 referenclng § 2 of the Act. |

APR has sublmtted to the TTAB its posmon that the term w is
wholly descnptwe of thc very goads/serv;ces Jupltcr purports to provxde Miriam Webster’s on-
line dictionary defines search engine as “computer software used to search data (as text or a
database) for specified z'-nformazion" Strategy(ies) is merely a plan or method. Ibid. Jupiter
claims the term for conduecting “seminars ixlx the field of information tcchnologics.'; Information
technologies, or “IT,” is the term for computer data use, Jupiter has not coined a distinctive
mark, it has merely appropriated the actual definition of what is done — provide seminars to give
strategies on how to plan to get higher rankings on search engines via use of the cotnputer
software used to gearch data. - A cursory. review of any 'intcmct sgarch engine, such as

“Google.com,” reveals lumdreds of thousands of  hits using the term “search engine” and/or

“search engine strategies.”

' No ‘miattér vwhat theory is pled; it mus'be shown that the f:'r'&ffcréd' mark is distinctive ‘and
capable of distinguishing the apphcant § goods and services from those of others. The Act is
clear and hlstoncally upheld, holdmg

' mherently dwtmctzve [marh ] are entitled 1 1o protec:lon mn corztrasf genertc
-+ marks — those that. ‘vefer to the.genus.of Which a particular product is a species
— are not regz:trable as trademarks

Marks whzch are merely descnpnve aof a product are not mherently dtslmonve
* When used fo describe- a product, they do not. inherently identify a particular
source, and hence cannot be protected
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See, for example, § 2 of the Act as construed by, inter alia, Park N* Fly, Inc, vs. Dollar Park &
Ely_Inc., 469 US 189, 194 (1983). citing to Abercrombie & Fitch Co, vs. Hunting World, Jne.,
537.F.2d4, 9 (1976). - _
"+ 'C.Deference'to the TTAB Recognized
Trial courts, specifically including the US District Court for the Central District of
Caifornia, historically defer to the expertise of the TTAB in issues relating to validity of asserted '
trademarks — “because_af the .efficiencies generared.by the TTAB first. addressing .the.issues. .

involved.  Citicasters Co. v. Country Cluh Communities , 44 U.S.P.Q.2D 1223 (D. Cal,,
1997). In Citicagters, the coun--gr-aﬁwd a stay of prdéccdings, stating that it was onfident that

the TTAB will exercise it.s specialized knowledge in effecting a determination that will prove
valuable to this court, Jd
If Jupiter’s mark is cancelled, then the Disﬁct Court will be better equipped to address
the remaining claims. Contra, if this Board upholds the registration, then the District Court can
move forward with confidence that its decision will not be later questioned based on a ruling of
the TTAB.
D. Jupiter Argument Avoids Relevant Facts
..., In its Motion to Suspend Cancellation Proceeding, Jupiter cites cases where the Board
granted motions to suspend pending a decision in civil court. None of the cases Jupiter cites had
civil actions pending in the District Courty‘for the Central Dls;nct of California, where the
parallel civil action in this case rests -The District Court for the ggx_m"al District of California has
shown a willingness in the past to await decisions by the TTARB when deciding is cases. Se,
Citicasters. The approach taken by the Central District is sensible, and-puts the issues in proper
order: first the registration should be addressed by the TTAB; and after a final decision of the

'6 '
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Boafd, the- Dish‘icf Court con make a &;terininat{on ‘that relies ‘upon the existence (or
;10n-crd§téxisc) of a federal trademark registration “

' ’l'hc Nmth Circuit has gwen thc coutts wide' latmlde to stay proceedmgs pendmg
resolution of mdependent proceedmgs which bear. upon the case. W@wf
CalLid 593 F.3d 857, 863-64 (9th Cir.1979); see also, Landis v North American Co.. 299
U.S. 248, 254 (U.S. 1936). Obviously, the Central District has utilized its broad power to stay '
proccodings in order to defer to the TTAB in similar circumstances.

Jupiter has argued in' its Motion to Suspend Cancellation Proceeding that this Board may
suspend a case where the civil action may have a bearing on the Board case. TBMP 510.02(a).
Jupiter leads its legal argument with .thi_s prgmise. Hdwever,_.J‘uB_iter has not made a case that
anything the District Court will rule upon will have ‘a bearing on this Board in its decision to
cancel the registration. APR has not asked the District Court to cancel the regisiration based
upon the fact that the mark is descriptive.

E. TTAB Determmatxon Proper and Fair

APR belicves that it is the TTAB that should rule on the issue of registrability; evaluate
the descriptiveness of the mark; determine whether the mark has acquired secondary meaning;
and eva.luatc whcthcr Jupxtcr mxsreprcscnted matenal fac15 in 1t3 applxcatxon Jupxter clmms that

| 'the District Court should evaluate these matters; and that if it issues an injunction to stop APR
from using the domain name, APR will lose its standing to oppose the Jupiter Mark. This ig

‘ simply wrong. APR will not'lose. standing to cancel the trademark i‘egist'ration if it is enjoined
fromusmgthcdommnname _ -

Further, Jupner’s argument underscores 1ts true mtxonalc in scckmg the stay of 'I'I'AB
proceedmgs - Jupxter seeks to avoid exped:tlous 'ITAB considcratmn so as to ;mfmm seek,

to mamtam the presumption of validity conferred by rcgnstration The Jupiter rcferenccs to

.7.
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mjunctwe rehef cstabhsh such true intent. APR notes that mjuncnve relxef under Federa] Rules
of Civil Procedurc requn'e a showwg of a substannal lxl’mhhood of success on the merits at trial.
It is equa.lly clear thnt Juplter dcsmes to avmd or minimize that hxgh standa.rd of proof by relying
upon the reg:stranon APR contends that the reglstratmn for SEARCH ENGINE S‘I'RA’I'EGES
was isgued due to unfair practices by Jupiter — further such practices should not be approved by

the TTAB.

The TRMP states that if a civil proceeding is stayed, then the Board can proceed,

“However, if, as sometimes happens, the court before which a civil action is pending eleets to
suspend the civil action to await determination of the Board proceeding and the Board is so
advised, the Board will go forward with its proceeding.” TMBP 510.02(a). APR has moved the
District Court to stay the civil action pending the out;mme of this cancellation proceeding. See
Furman Degl, Exhibit 1. The grounds for the Motion ta Stay the civil court action are founded in
the published opinion of the same District. At a minimum, this Board should await a decision by
the District Court as to the Motion to Stay before it determines to suspend the current
proceeding.

The resolution of the issues before the TTAB will assist the District Court in its decision

on the issues of declaratory relief and trademark infringement. APR belicves that the resolution

B of tlns c.anccnanon pmceedmg wxll bcar heav:ly upon the various clmms pendmg before the

District Court. . Thercfore, this Board should deny the ReSpondent's motion to suspend the
cancellation procccdmg | )

© The deemark Tnal & Appeal Board (“'I'I‘AB”) is expressly empowercd te “determine
and dec;de the respective nghts of regzstratwn” under §17 of the Act. ‘115 USC § 106'7 The
Petmon is pmceedmg before the best tnbunal, as recogmzed by both Congrcss and the Courts

///
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IV. . CONCLUSION

As set forth in the Constitution, in the applicable U.S. Codes, and in the express intent of
Congress and the Courts, the TTAB is the proper forum for this matter “‘because of the
efficiencies generated by the TTAB first addressing the issues involved.” |

Jupiter properly faces the TTAB in this matter, and Jupiter’s prior misleading acts in the
registration process should not be rewarded with a presumption of validity in the Courts. |
... Tuptier's motion should be,detied, . . ... |.. s

DATED: December 7 , 2004 ANA ROBINSON & ASSOC,

. 3803 Mission Blvd, Ste. 100
San Diego, CA 92109
Attorneys for Petitioner
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" Certificate of Mailjng
con&pondence is being deposited with the United States Postal Service

I hereby certify that shis Ser
as Express Mail No. %0 fa=~9 “7v{9 US, in 4n envelope addressed to: Commissioner
of Patents and Trademarks, 2900 Crystal Drive, Arlington, VA 22202, on December 7, 2004,

s

B AT R o v e .Cér.tiﬁ.ca‘c.df.se ...ieé, e 'I . cey wmeoaamy

I Dana Robinson hereby certify that on this 7 day, Depember 2004, I mailed by first class United
States mail, . postage prepaid, the- foregoing PETITIONER’S  OPPOSITION TO
SPEND CANCELLATION PROCEEDING AND POINTS

REGISTRANT'S MOTION TO SU ]
AND AUTHORITIES IN SUPPORT THEREOF 1o the following:

Déna B. Rebinson, Esq.

Lee Thayer o
Willkie Farr & Gallagher, LLP
787 Seventh Ave.
New York, NY 10019

Dana B. Robinson, Esq.
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Exhibit A
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IN THE UNITED STATES PATENT AND TRAi)EMARK OFFICE

: BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD'
| APR Network, Inc. ) o
A California corporation ) :
e et e e e em e Ge et s e .)..... -~ Cancellation No 92043766 -« <= wm e o s
Petitioner, B L
)
v, )
o ) Registration No.: 2514183
JupiterMedia Corporation, ) Date of Issue: December 4, 2001
A Delaware corporation ) .
)
)
. )
- Respondent )
)
_ Commissioner for Trademaks
P.0. Box 1451 R
Arlington, VA 22313-1451
T DECLARATION OF ROBERT FURMAN IN SUPPORT OF PETITIONER APR
NETWORK'S OPPOSITION TO
REGISTRANT JUPITERMEDIA’S MOTION TO SUSPEND/STAY.,
CANCELLATION PROCEEDINGS FILED BY PETIT_IONER APR NETWORK
|
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I, Robﬂ‘t Funuan, declare under pemlty of perjury pmsmnt to the Jaws of the Uzmcd
Stwes and ﬂ'n. State of Cabfomu\ thut the followmg istrue; o '

. T have personal knowledgo of the fncts actforth ‘bolovy, cxeeps. fnz fhose séatoenants
made on informution nnd belief, and am competent 10 testify regardiog these Okts and
satements, I declarc that au statements made hcrom of my own !mowir»dg,c are wue ond thai il
statements mude on information and behef are behe‘ved to be true,

2. Taox the- Presdxem/CFO of A.PRNuwork, Ine APR'), & wfamu} thot s inche o - e s
busincse of fee-for-servico technical sorvices in the ficld of soarch cngino 'Opﬁml.&zr.bon .

3. 1o April 2004, APR mn'chasod a0 internet dowain name - fwclmﬁgmeshaw.giw.&iz”
from  third party wh'o" had been continually using thp name on the internet from not luter (hak
2002

4 APR u's'es th&domam ifvits business of swchengme Aonﬁﬁzﬂﬁon SUTViCes; §r0viding
its cliaits wath higher rankings on acarch cau,mea

5. APR actually pecforms work for clients to gain higher acarch engine saalings.

6. Despite uot taking any acti?r; }:cgardhag the sowo two yeurs of 2etive use of the
doomin marae “searchepginestrategies,biz,” in May 2004, Juﬁiter choss to ettempt 10 use its

registation 10 forcs APR 10 turm over its domain name to Jupiter.
i e e e 2 ~Amodonto atay pcndmg t.he TTAD mhnga in the cancellition- prowt.dms' has Sewn .

filzd.. A tue and oorrest Gopy of th: Motxon to S’my is umdwd as Bxchilit 1 end muorpm"ted A

- hmmbytuhmxemnce

'Exmmmmsﬁdayofnmw zoom" ity Califérnia.
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hibit 1
. . N * . . - 3
T L L R T Y R e R O b e B e e L A
-
~
~ ~
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-1 §f Dapr Robinson, Esq,
State Bar No. 208265

2 § ROBINSON & ASSOCIATES
1303 Mission Boulevard, Suite 100
3 I San Diego, California 92109
. § Telephone: £58.488,2548
4 -and -
"} Stesle N. Gillaspey, Esq.
S I} State Bar No. 145935
GILLASPEY & GILLASPEY
6 || 225 Broadway, Suite 2220
San Diego, California - 92101
7 & Telephone: 619.234.3700"
8
9

APR NETWORK, TNC., a
11 }j California corporation,

12 ‘ : Plainﬁﬁ‘,'
13 'vs. ’

14 ¢ JUPITERMEDIA CORPORATIHON
a Delaware corporation, ™ ™ .

Defendant

JUFITERMEDIA CORPORATION
17 § a Delaware corporation,

(WED) 12
gedt By: GILLASPEYREYLLAGPEY . ~ - "8&1D0 234 {234;

| Attorneys for APR Network, Inc.

N ANDFOR THE SOUTHERN DISTRICT OF CALLFORNTA

— —
O th
A Nt e N et Nt N N Na o S N N N NN et Nt o Pt e

Dec-7-04 - 2:5884; Peye 2

N

(Case No. CV 04-7378 DEF [RNBY]

' APR NETWORK'S NOTICE OF MOTION

& MOTION TO STAY

Honorable Dale S Fischar -

. U.S. District Court Judge, Judge Presldmg

(01 Copntcrclaimant,
19 v
20 § APR NETWORK, INC., a
e e e California GOIFOMAEON,. - - oeev W) e s
Z; | CqugicrdcféndanL
23
24
25
2%
27 . )
LM

1| APR v, Jupitermedia
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13/

'O ALL PARTIES AND THEIR COUNSEL OF RECORI:

PLEASE TAKF NOTICE that Plaintiff APR NEYWORK, iNC,, a California
Corporation, will move, and hereby does move for orders of this Honorable Court |
aranting 3 Motion to Stay to be heard on January 24, 2005 at 1:30 pm, or as soon
Lhereaﬂer as the matler may be heard before Honorable Dale S Fischer al the U S
District Cou:thomse, 312 North Spring Street Los Angeles CA 90012

This Motion is based upon this Notice of Motion and Motion to Stay , the
Mermprandum of Points and Authorities in-support of motion; the Declaration of Robert

1,. Furman, the exhibit altached hereto, the documents and reccrds on file hc:rcm and
’ such other and furtheér matter that the Courl may deem just and proper.

DATED: December [ _, 2004

DANA ROBINSON & ASSQCIATES
- and - GILLASPEY & GILLASPEY

; .
By. ! -~

>l -

Dana B. Robinsog, £sq.,

-agnd- Steele N. Gillaspey, Esq.
Attorneys for Plaintifli/Moving Party,
APR NETWORK, TNC,

T TR a e

APR v, Jupitermedia - -2. APRNOTICEZMOTION STAYPEACVI4STE
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FROM WILLKIE FARR 37 FAX DEPT-

Sent By: GILLASPEY&GILLASPEY; - -

[

.Nana Robinson, Esq.

State Bar No, 208263

ROBINSON & ASSOCIATES .

1303 Mission Boulevard, Suite 100
San Diepo, California 92109
“Telephone: 858.488.2545
“$ieele N, Gillaspey, Esq.-

Siste Bar No. 145935 -
GILLASPEY. & GILLASPEY

225 Broadway, Suits 2220 '
San Diego, California 92101
Telephone: 619.234.3700
Attoracys for APR Network, Inc.

i

APR v. Jupilermedia

(WED) 12. 15" 04 15:24/8T. 15:20/N0. 4200000371

-618°234 1331;

Dec-7-04 2:SEPM; Page 4

© INTHE UNITED STATES DISTRICT COURT
{N AND FOR THE SOUTHERN DISTRICT OF CALYFORNIA
APRNFTWORK, INC,, a g Case No. CY 04-7578 DSF [RNBx]
California corporation, )
Plaintifl, ) )
) APR NETWORK'S POINTS AND
v§. ) . AUTHORITIES IN S5UPPORT OF LTS
) MOTION TO §TAY, PENDING
JUPITERMEDIA CORPORATION ) CANCELLATION PETITION BEFORE
4 Delawarg corporation, g TRADEMARK TRIAL AND APPEAL
. BOARD
Defendant ; v
JURTTL DIA CORPORATION. )
a Delaware corporation, %
Coﬁmerclajmam. 9
: J
Vi. g
APR. NETWORK, INC,, a )
' 'Culifdfniﬁ“éo'rpomliom e % s .
' Céouhtcrdefcndanl. g

Hanoruble Dale S, Fischer 3
U.S. Distriet Court Judge, Judge Presiding

APR MOTION S§TAY P&ACVO4.T5TE

- e
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/

oln STATEMENTOF THE MOTlON o |
A Petition for Cancellauon by APR Naiwork lnc (“A.PR“) has been andis |

row pending, before the United States Patent & Tradcmark Ofﬁcc (“USPTO") before |

the Trademark Trial &,'Appeal Board (“TTAB) concerning

Def‘eridant!(,xuuntefclaimant Iupilermcdia Corporanon $ (f‘Jppgemadia’j asserted

2
3
4
5
6 | trademark “search cngine strategies™. R
7 ‘fhe TTAB, as part of the USPTO, hes been chargecl by Congress as the
31 pririaFy arbiter of registerability of amark, as determined by the Trademark rules and |
9 | regulations. The threshold issue in this casc is the question of validity. The TTAB
10 | is smpowered to rule authotitatively on the issue of registrability, including, but not
11§ timited to, descriptiveness. 15 USC §1064.
12 This case poses the very real possibility that this Court sould find the mark not
13 | generie, while the paralie! TTAD action couid concurrently find the mark invalid on
— 14 | other grounds. This Court could uphold a mack on one ground while the TTAB
" 15 | cancelled the mark on other grounds not considered by this Court, thus rendering
16 | moot the work of this Court,
17 A Motion Lo Expedite prococdmgs has been filed with the TTAB, For judicial
1% || economy alone, and with praper deference to Congress's recogmition of the TTAB's
10 I specialized skill, a stay of this Court's proccedings is proper; pending the ruling of
m . 2 ftheTTABIn the Cancellauon Peutxon
2l STATEMENTOFFACTS

22 Jupiter filed for a trademark on the subject term “search engine strategies”

. LV

23 || sesking registration under Int'1 Clasy 41, specifically | for the purpose of ‘educational
24 | survices, namely conductmg professmnal seminars”. The filing date was January 28,
25 ”000 witha first use in commerce date of November 18, 1999 (soincidently T.h* same
26 § date as Jupiter's first use [ any kind). chlstrahon was gramed by the USPT TO on
27 1 December 4, 2003 - “however, subject 1o an cxpress dls\,launcr 0 the term “Search
28 | Bogine™ set forth in the registration. ' '

O

APRv. Iupitermedia . . ©.2. ° ATRMOTION STAY PRACVOLTSTE
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APR is in the busginess of mtemct placemaent for clients. Sce Declaratlon of | .
Robert Furman: attached hereto as Exlnbxt A, and mcorporawd herein by, this
;referencc The mtemet has exploded in recent ycars-:t wou‘d seem that every
:busmﬂss and mdmdual has a web sitc on tbe ‘net. Large- busmessc‘; such as Google

prmnde the gateway by which to access internet mfonnatmn through their search

ot & oW B

engines. Id atﬂ4

~8

The key to any business with a web site is (0 come up on the search engine
¢ I reswlf pages as high as possible, known as search engine optimization.. 1d. at 3.
9 | APR provides the actual service of raising their client’s position on the search engine
10 | result pages. 1d. at 9 6. APR itself comes up as one of the top five businesses on
11 § almost all of the major search engine providers. ld, at§ 7.
12 APR pmchased the internet domaine name “searchenginestrategies.biz” from
13 § Paul Viele of New York. Mr.Viele had utilized that mastk/name from not later than
- 14 § 2002 for the purpose of providing educational information on search engine
: 15 | sirategies, and providing SEQ services. Id. at § 8. Although Jupiter admits actual
16 | knowledge of Viele's use, Jupncr took no action as against Vielo, Jd, at §9. APR
17 { purchased the domuin pame in Apnl 2004, 1d. at q10. '
1R In May 2004, Jupiter contacted APR conccrnmg the mazk, rhreatenmg
10 || infringement action. 1d. ai 7 11. APR reviewed matters, and confirtaed that there
o0 B were literally hundred’s of descnptwc uses of the term “search engme strategies”,
21§ which uses well pre-dated the Jupiter first use date. 1d at ‘{{ 13. An extended penod
22 4 of discussions ook place between the partics. Jupiter continued its {hreats of
23 | infringement. APR filed is Petition for Cancellation of the Jupiter mark, and also
24 ﬁled ﬁus aclion. |
25 “Th the Cam.elfatnon Proceedmgs now pendmg ‘vetore the TTAB; APR has
26 | asserted that'the J upucr regwua.txon is appropriately cancelled on grounds that, inter
27 | alia, the mark is merely descriptive under Section 2(eX1) of the Act (as originally
28 { found by the U%PTO), that umumerable jnstances of prior usc uxist, that innumcrable

APRv. Jupiermedia . ,-3- "y e APRMORION STAY PRACVYO4.T578
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instances of required disclaimers of the termis “search engir;e", an ‘fa‘trategiés” are of | -
record, and that Iubiter did not prqur;ly diéc‘losgsuc.n in_ﬁ_;mxaﬁon in the original {.
proceedings. Jupiter has moved t,o' op_goé‘e and, stay. the p{:pcegdiggé:. APR N
.mspcclﬁ.:ll}.(. réoyes for stay of these é,xqce;e.dipgs in favor. of pending TTAB.
caﬁcgliation procecdings. o S e |

i ABR ARGUMLUNT fNFAVOR OF STAY

? A. The Supreme Court and the Ninth Circyit Conour

... ..ThatGranting of a Stay for the Completion of Dispositive
8 Administrative Proceedings-Such-as resent Here.is Proper ..

PP S VI

9 APR urges this case should be stayed pending the outcome of the cancellation

10 §| proceedings before the TTAB. The TTAB has sole jurisdiction to determine all the

11 || grounds set forth in the APR Cancellation Petition. Sec, Purman Decl. Exhibit 1.

12 I Morcaver, staying the procesdings would not cause undue harm to cither party end

13 | would also maintain efficiency in this Court’ s dockel, because the resolution of the

- 14 | trademark cencellation proceeding by the TTAB would be of valuzble assistance to

| 15 || this courtin vesolving the various claims arising io this suit. A ruling for cancellation
16 I could be dispositive of the entire action.

17 The Supreme Court stated that "the power to stay proceedings is incidental 10

18 || the power inherent in every courtiv control the dispositior: of the causes on ils docket

19 1 with economy of time and effort for itself, for counsel, and for litigants », Landis y.

20§ Noreh dmerican Co. 299U.S. 248, 254 (U.5. 1936). Although a stay was denied in

21§ Landiy , the Court stated it would iuive uﬁhéla; v;/ére it ot fo"thc fact that the district |

22 || court had granied an unbounded stay.

23 No Unbounded Stay- Jimited W Completion of Cancellation
s ©  The issues presented in this action, specificaily the threshold issue of

© 25 | validity are already before the TTAB on a requested expedited basis. Inaccord
. 96" with the Supreme Court, no unbounded stay is sought: 4510 the Landis Court
. 27 | guidelines, a true “economy of time and offort” would be realized as the decision of

- 28 | the TTAB would clearly be of assistance to this Court. Tn this case, a stay would

APR v. Jupitermedia . 4 APR MOTION STAY P&ACYD4-7518
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13
14
15
16
17
18
19
I'zo
21
22
23
24

25.

26
27
28

(WED) 12. 15" 04 15:25/8T. 15:20/N0. 4200000371

. Pec,~7~04 2:97PM; . Page 8 . -

 benetit the parties und counscl by allowmg the ceumi 1ssuc of vahd.nty to be
determined by the TTAB before livgating the issues sr;t forth in the pleadmgs The |.

TTAB members are the experts on, this subject mattcr. and the Subjcct wmatter of the

cuncsll ation is under the sole puryiew ofthe TI‘AB Fuﬂher the stay will benefit thm o
Court by enablmg the Court to defer to the ’I'I‘AB to dctcrmmc the reg: qu-ahxhty of |

the mark at issuc. " Once this issue is deczdcd this Court will be better eqmppcd 1o

address any remaining jssues, such as infringement and unfair competition.

Although the current proceeding would be stayed awaiting the decision of an
administrative body, the Ninth Circuit has held that this is a valid reason to stay @
procecding. The Niuth Circuit has held that!

“fa] trial courtmay, with propriety, find it is eficient for its own docket
and the fairest course for the parties to enter a stay of un action before
it, pending resolution of independent proceedings which bear upon the
case. This rule applies whether the separate procecdings are Jjudicial,
administrative, or arbitral in charaeter, and does ra! require that the
irsues m such proceedmgs are necessarl(v controlling of the action
before 1he court™. ‘
Levva v, Certified Grocer, ers of California, ug 503 11.2d 857, 863-864 (9" Cir. 1979).
 The pending 'ITAB dctermmatlon of the validity of Jupiter's trademark will
l;car upon the suit bcfore thie Court. If the trademark. is cam..clled by the TTAB,
several of the claims before this Court will be rondered maoot ot the burdens of proof
will shift, and Jupiter's remedics willbe circumseribed. Whatever the outcome of the

TTAB proce.cdmg, the decision will have a significunt irgpact on the present case,

‘mclndmo as to conservation of Judmal virne and resourcss, for il involved.”

“In g; za, thc Nmth Cnrcmt found that it would he a waste of Juds.cml resources
to have two subqtanuully parallcl cascs proceeding at the’ same time. For example,
as in the Leyva case, the dtscovery thm results, from the TTAR action ‘will- bc

APR v. Jupxlurmcdmp . .

L

. CAPR MOTION STAY PAACYHM 578
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1 ;substannally the same dlscovcry Iha.t would be proffeted in the present casc. Ths,

2 ! not only will this Court benefit from the fi ndmgs of the 'l'TAB related to the validity
3 | of the registration; but the parties will not be forced to produce duphcatwe discovery
4 || in two parallel cases. Again; the speelre of two conturrent resuits - the potential of
I:s .thxs Court upholdmg the murk and the TTAB umcelhng the regwlrauon {or vige - |
6 versa\ is the vcry rationale which the law has approvcd the issuance of a stay on a |
71 Court proceeding in favor of administrative proceedings, such as TTAB
8 i validity/cancellation proceedings. - -~ "

9

B. This Honorable Court has Fotlowed the Policy
of Favoring the Grant of Spocific Stays in

10 Circumstances Such as Pwscnwd in this Action
it In 1997 in the case of Citicasters Co. v. Counlry Club_Communs., this

12 § Honorable Court stayed a proceeding to await the resolution of a TTAB canccllation
15 || proceeding “{bjecause of the lack of demonstrable harm if a stay should be granted,
14 § and because uf the efficiencies generated by the TTAB first addressing the issues
15 | involved™ Citicasters, 2t 44 USP.Q2D 1223 (D. Cal., 1997).

16 " No Demonstrable Harm by Grapt
17 In the present case, APR has moved the TTAB to expedite the pending

18 | canceliation proqccdmg-m order to prevent an undue delay. Turther, ths facts of this
10 | case underscore the lack of any viable claim of harm by Jupiter. Jupiter has
20 adrm'tedly had ac.tual knowledge of the <searchengmcstmteg.es biz> domain name
“ 21 since 2002 Jupner to APR's knowledge took no action as to the then owner/user
22 | Viele. There arc no records presently known to AFR. showing that any court action
23 | was brought as to such use of the claimed mark as to Vizle. APR respectfully asserts
" 94 1 tiat under the present circumstances Jupiter cannot establish demonstrable harm il
25. || astay i3 granted, due to the él'dngated period of time the subject name search engine
26 | strategies was used by anotber without apparent-action by Jupiter: - o |
274 Mt | e | |
28 -l

s

APRv. Tupitermedia. 6 AP MOTION STAY PEACVO4-7578
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[,

urt’ janc: AB .

This Court in Citicgsters, in accord with Leyva, granted a stay to permit |

completion of TTAB proceeding because, inter alia, of the Court's own finding that

tilere would “be little in the way of new dz‘scove& -c'md the !egézl i.nue though not

vdisposed of will be clearly set out™. [bid.. Undersconng its rehance upon ! the efﬁcacy
of the TTAR and the propriety of' a stay, this Court statods

“the court is confident that the 1TAB will exercise ity specialized

- knowledge-irmeffecting a determination that wili.prove valuable.to.this.|.. - .

court”

O % ~3 & L E W N

pu
Q

~ The request for stay made by APR is in harmony with the decision of the court
in Cificasters. The law and Court policy has repeatedly recognized the common
sense rationale favoring granting of a stay of court action to permit the TTAB to
_ decide the issue of repistrability/validity — which is the threshold issue in this case.

— et pes
£ W N

o
(%1

‘T'he standards adopted by the Supreme Court, the Ninth Circuit, and this

b
oy

Honorable Court are on point with the facts and circumstances presented by this case.

oy
-~

Applying those standards to this casc suppott the graming of APR’s requested stay
for the limited penod pendmg the outcomc of the CXpCdlth pending TTAB
proceeding,
v. C ONCLUSION

Based on the foregomg arguments APR submits that this case should be stayed
for the limited period of time unti] there is a final outcome from the pending TTAB
1
1
1174
i ) _
1t |

SR8 B ¥EBEBRBRE 3=

| APR v, Jupitermedia -1- " APR MOTION STAY PAACYR4-T578
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1 {|. proceedings on the issue of validity and registrability of the subject matter mark
2. .v;hich forms the material threshold issue botween APR and Jupiter.
3 S
4 - Respectfully submitted,
€ | DATED:  December ( , 2004
) DANA ROBINSON & ASSQCIATES
’ ~and - GILLASPEY & GILLASPRY
8 - e 3 - - o R
9 \\ A
By: ( -
10 , Dana B. Robinson, Esq.,
1 . -and- Steele N. Giilaspey, Esq.
' Attorneys for PleintiffMoving Party,
2 © APR NETWORK, INC.
13 :
)4
s
16
R V)
18
19
o2 '
23
24
53
26 . _ 4
28 %
APR v. Jupitermedia -8. APR MOTION STAY PAACYH4-T5T8
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1, the undersigned, do declare and state that | am employed in the coudty aforesaid; thatTam
over the age of cighteen [ 18] years and not a party to the within entitfed action; and that I am
sacoutiog this proof at the direction of @ member of the bar ofthe abuve eatiled Court. The business
address is: ' .

o

ROBINSON LAW QFRICES _
3303 Mission Boulevard, Suite 100
Sun Dicgo, California =~ 92109

%3 MAIL. tamreadily familiar with the business’ practice for collection and processing
of correspondence for inailing via the United States Postal Servico and that the correspondonce would
be doposited with the United States Postal Service for collections that same day in the ordinary
“cotrse of business, © 0 T TT Tt TTTT veem ot ow e eieens e e o

VW & N A b s W N

O  FACSIMILE. T am readily familiar with the business’ practice for collection and
provessing of correspondence for electronic transmission and that the correspondcnce was
transmitted by facsimilc that same day in the ordinary course of businesa, which transmission was
successful. : -

- e e
N o~ O

D OVERNIGHT. Tam readily familiar with the business' practios for collection and
processing af camrespondence for ovemight delivery/receipt next day vis 8 major cirrier such as UPS,
FID 11X, DIIL or similar carrier,

=

and
L +N

- [ - PERSONAL. The below described documents were personally served as set forth
’ below.

s s
[+ T

On the date indicated beiow, I scrved the within:
17 . o

<}

1o !l The above documents were served as set forth above and addressed as follows:
20 ~ . "lohnC. Rewls, Esg.
e I e e ,Sm.silben’_ﬁgq._, T T
21 FULBRIGLIT & JAWORSKT

: 865 South Figucroa Street, 29" Fir
Los Angeles, California 90017

I declare under penalty of perjury, under the laws of the United Aates, that the foregoing is
24 |} true and correct and was EXECUTED on December} » 2004 at San Diego, California. - :

26 ) . - -_ RN A . ,. .
- " Ll -l
27 ’4(/”___—/
- — -
23
APR . Jupitermedia . " -3-. APRNOTICE&MOTION STAY PRACVDMTSTR
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1 Dana Robmscm, Esq.

State Bar No, 208265 ,

ROBINSON & ASSOCIATES ’
3803 Mission Boulevard, Suite 100

2
3 il Sen Diego, California 92109
Tclephone 858.488.2545
4 -and - :
’ -SmleN Qillwipey
5§ State BarNo. 1 5935
GILLASPRY ‘& GILLASPEY
6 || 225 Broadway, Suite 2220
‘San Diego, California 92101
7 § Telephone: 619.234.3700
g Atﬁcmcvs for APR Netwo:k, Tne.
THE UNITEI) STATES DISTRICT COURT D A
-9 N AND FOR THE SOUTHERN DISTRICT OF CALKFORN[A
10
_ APR NETWORK, INC., a ) Case No. CV 04-7578 DSF [RNBxl
1 {| Celifornia corporation, )
12 Plaintiff, ;
13 vs. )
} } DECLARATION OF ROGBERT L. FURMAN
14§ 1 J JUPTTERMEDIA CORPORATION N ) INSUPPORT OF PLAINTIFH APRNETWORK'S
- a Delawerc corporation, ; MOTION TQ 8TAY PENDING OUFCOME OF
- 15 : CANCELLATION BEFORE TRADEMARK TRIAL
5 Defendant ; AND APPEAL BUARD
' JUPITZRMEDIA TORPORATION
17 § a Delaware corporation, )
18 Counbcrclmmant,
19 V&
)
20 | APRNETWORK, INC., 8
ol California. corporation, .. ...
2
Counterdefendant, g
22
23
24 . Honurable Dale S.' Fischier
25 . U.S, District Court Judge, Judae Presiding
27 | 3
PR .
JAPRY, Iupite'n;aediq - . APRMOTION STAY DECL-CV04-7578
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L Robert L. Furman, declare under penalty of perjury- pursuant to the laws of the |
Cni:cd States and the State of California that the following is true; :

1. Thave personal knowledge of the facts set forth befow, except for those
Statements made on information and belief, and am competent to testify regarding
thcsc fan.ts and statcments I declare that all statements made hersin of iy own |
'lcnowledge are u'ue and that all statements made on ,mormauon and belief are 'A
.beheved to be true,

2.~ I-am the-Presideat/CRO. of APRNetwark, Ing., a company that fs in in the |

P-4

R

L-RE - S Y- R S - S N S

business of fee-for-service technical services in- the field of search engine
optimization, )
3. APRisinthebusiness of internet placeracnt, for cliznts, 2 service known

T
N e O

127l as “search engine optimization” wherein APR. uses its technologicsl resources and

[t
W

knowledge to increase the search engine ranking of its ¢lients.-

—
F:N

. 4. Large businesses such as Google provide the gateway by which to access

-
w

internet information through their search engines.

—
)]

3. The key w any businesy with a web site is to-come up on the search sngine
17 || result pages os high as possible, known as search engine optimization.
18 6. APR provides the actual service of raising their client’s position on the
19 { search engine result pages.
201 7. AFR’s website comes up as one of the top five business on several of the
"1 ! magjor search engine providers. A comipsny such as APR thzt offers SEO services
must heve a website that is highly ranked in order to establish <redibility with

2

23 | potential consumers.

7 T T8 APR purchased the mtemefdomaurname “searchenginestratogies.biz” from
25 || Paul Viele of New York:- Mr. Viele had utilized that mark/neime from not later than
2 /// . ! e . , R s
2y

B0

d APRV.Tupitrmedia® . © <2Zo T APRMOTIONSTAY DECL-CVOATSTE
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go0ds or services for which registration ie sought, See 2 MeCarthy on Trademarks, § 11:51. Sea
alsolnre American Grestings Corp 226 USPQ 365(T'TAB 1985) (Whether consumers could guess
- product {or service] from consideration of mark alone is not the test); 71 re Home Buildery dssn. of *\\
Greemnlle, 18 USFQ 1313 (TTAB 1990) (question s whicther someone who kiows what the goods :
" or servicesare will understand the mark to eonvey information about -them), ‘
el e ch;tmnt m’guc;d 1hat the mark was not de.scnpuvc beeause.a consumer does not. B
draw an immediate conncction between: SEARCH ENGINE STRATEGIES angd either lhe‘ :
educational services offered by Regxsirant. or the characteristic o quality of scrvices of the
Registrant’s mack. '

8. Ragxstmnt failed to note that the questaon of whether a MARK is movely doscriptive:
must not be detctmmcd in the abstract, but in relation to the goods and services for which the
registration was sought, the context in which the designation was beity uszd, or in connegtion with
said goods or services. fn re Maﬂan-Narwich Products., 209 USPQ 791 CI'TAB 193 D.

9. 4 mak is merely dcscﬁptiv‘e if it immediarely conveys inforznution conctrning a

significant quelity, characteristic, function, ingredient, attributs, or fenture of re product orservices

in connection with whigh it is used, or intended to be used. In re Abcor Develeprment Corp,, 200
USPQ 215 (CCPA '1978) I i e e s

10, The goods that the R:gtstrant oﬁ'ers are seminars that teach strategies for

optimization of search engines. ‘Iherelcvant-consrumer in thig cage domnin nama nwiary and other
techmlogy professionals, can readily understand thc services that the mark describes,

11, . tlus case, the consumer does notneedto useany xmagmanon or additional thought

....... P N Plees it hh L e ceemmim 4 . e PHSSSY st 0 Slelmeim rees e e, 4 s e . .

3
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Process 10 'r:auzc,tilax SEARCH ENGINE STRATEQIES d-cscribe.s services velated to strategies
- used for search engines. Therefore the mark is merely desgriptive and not suggestive,, . |
12, Rcé,istmnt also responded to the Bxaminer's initial refusal by an:giz;g that ti;c mark
was not descriptive, and citing a serics of trademasks which were regiatered and included the tezms
“SEARCH ENGINE” or “STRATEGIES." '

....... I, n.s royponse, Registraat 1 failed w cits ths numcrous u'adcmark regxsu'a"ons that..
diselnimed the word “STRATDGIES” or the-term “SEARCH ENGINE” apart from the mark as |
shown. .

14, The examining attorney (;;11Y all‘loived the miark to be published for opposition after
recciving a thirtecn page response fram Regi;ztrann and ;'eqtdﬂng a disclahmer of the words “search
cagiee.” ) .

15.  Registrant also argucd that the wulc of In re Bel Pa;sc Saies Co., and other cases
should govern, where doubts régarding descriptiveness should be resolved in favor of the applicant
Inre Bel Paese Sales Co., 1 USPQ2d 1233(1'1‘ AD 1986).

16.  Registrant recognized in its response that its mark could"bc subject to chalienge as
dessriptive by competitors who would be entitied to clarify whether or not the mark wus deseeiptive.

r 'As *uch,tncExammer‘s ultimate decision to allow the application cowkd have-b«;cn-pr:dicahd on .
the assumption that third partics ‘with an mtemst Inusing the descnpuve wo:ds SEARCH ENGINE
STRATEGIES would challenge the npphcation or reglsn'auon on sm.h grounds, and “resolved
doubt” in faver of the applicant,

17, Thc Petitioner, having such an mtemst i the rcg:stratmn of the marck, 138 now
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challenging the registration on those very grounds. Althaugh previous doubt wes resolved in favor
of the applicant, now that evidence has been px‘csemed that the mark is descxipiive:, the registration
should'):ﬁs cancellexl, . . - . '

.WHER.EFOkB, the ﬁetitioncr prays chi‘st:aﬁori No. 2514183 be caﬁceﬂcd and that this
Petition for Cancellation be sustained in favér of Petitioner. "~ |

.- The filing for.of $300.per, class for one merk in once class s cuclosod pursuans io CFR.

§L1IL
| . Respectﬁﬂlysuiyiiﬁ&ed,
S L DanaB Robinsou -
Dated: b 15 'Z‘”7I B:'b z
-— ) ' "DANA B, ROBINSON, ESQ.

3803 Mission Rivd., STE 100 -
San Diego, CA 92019

838-488-2545
Attorney for Petitioper
Certificate of Mailing

1 hereby certify that s“l}" correspondence s being deposrted with tha United Statoe Postal Service as
Ek.press Mali Ne. ﬂ%ég:z US, in an envelcpe addressed to: Commissioner of
" Patents and Trademarks Crystal Drive, Art ington, VA 22202, an Septe. woer 15,2004,

‘DaAs-B-+Robinzon, Ezq.

PAGE 31/31* RCVD AT 12/15/2004 3:12:22 PM [Eastern Standard Time]* SVR:USPTO-EFXRF-1124 * DNIS:274273 CSID: 12127268111 DURATION (mm-ss):08-16

P 3l

S ey el a e



